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APPEAL BRIEF 



Applicant appeals from the final rejection of claims 1-2 and 4-9. 



I. Real Party In Interest 

The real party in interest is the sole inventor and applicant, William D. Scott. 



II. Related Appeals and Interferences 

There are no related appeals, interferences, or judicial proceedings which may 
be related to, directly affect or be directly affected by, or have a bearing on the Board's 
decision in the pending appeal. 



III. Status of Claims 52 
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Claims 1-2 and 4-9 are pending, finally rejected, and being appealed. Claim 3 § 
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is canceled. s 
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IV. Status of Amendments 

No amendments have been filed subsequent to the final rejection. 

V. Summary of Claimed Subject Matter 
A. Background 

A conventional hot tub cover typically includes a core and a jacket, and covers an 
entire hot tub. The cover typically is fabricated of two halves that can be folded together to aid 
in removing the cover. The core typically is an expanded polystyrene (EPS), such as that sold 
under the STYROFOAM trademark. The jacket typically is vinyl. 

Conventional hot tub covers with their EPS cores have several disadvantages. 
First, the cover can become filled with water by a leak in the jacket. When this happens, the EPS 
core can become waterlogged, leading to interior bacterial growth and/or weakening of the foam. 
Second, the EPS core supports limited weight, especially if the core has become weakened, and 
can break for example if and when children play on the cover. Third, the EPS core tends to sag 
over time, especially if waterlogged, which can allow standing water on the upper surface of the 
cover permitting undesirable bacterial growth. 



Applicant 
Serial No. 
Page No. 



William D. Scott 

10/694,073 

3 



B. The Claimed Subject Matter 

As defined in independent claims 1 and 6, the present invention is directed to a 
long lasting, structural, non-water absorbent cover 12 for a hot tub 10 that overcomes the 
problems associated with EPS cores. Page 2, lines 6-8. The cover 12 includes a structural, non- 
water absorbing, plastic core 16 and a water resistant jacket 14 enclosing the core. Page 2, line 3 
and Page 3, lines 13-14. A portion (e.g. a half or perhaps a smaller share) of the core 16 is a 
single piece of plastic that includes upper and lower walls 30, 32 spaced from one another and a 
plurality of spaced ribs 18 extending between the upper and lower walls 30, 32. Page 4, lines 1-2 
and 9-10. 

As further defined in independent claim 1, the spaced ribs 18 define a plurality of 
openings or spaces 40 therebetween. Page 4, lines 18-19. 

As further defined in independent claim 6, the upper wall 30 slopes downwardly 
from a central portion to an outer edge 28. Page 2, lines 4-5. Also, the claim 6 core is defined as 
"polymeric" rather than "structural, non-water absorbing, plastic" (as in claim 1). 

VI. Grounds of Rejection to be Reviewed on Appeal 

Whether independent claims 1 and 6 are patentable under 35 U.S.C. § 103(a) 
over U.S. Patent No. 5,086,525 to Christopher in view of U.S. Patent No. 3,274,315 to 
Kawamura. All of the claims form a single group, and consequently dependent claims 2, 4-5, 
and 7-9 do not need to be separately considered. 
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VII. Argument 

A. Applied References 

Christopher is typical of the prior art hot tub covers described in the Background 
of the Invention. Specifically, the Christopher cover includes a polystyrene insert 40 enclosed 
within a vinyl jacket. As such, Christopher suffers the precise problems that the present 
invention overcomes. The polystyrene core can absorb water over time, weakening the foam and 
causing the cover to sag. Safety issues can result, for instance when children play on a hot tub 
cover that has a deteriorated or waterlogged core, due to the increased risk of falling through the 
cover. 

Kawamura discloses resin articles with various cross sections having hollow 
spaces. For example, one configuration includes independent air cells for elasticity, and another 
includes partitions or isthmuses for strength. Col. 7, lines 3-7. The synthetic resin articles 
provide sound-absorbing, damp-proofing, shock-absorbing, and adiabatic properties. Col. 7, lines 
9-12. Exemplary applications for the synthetic resin articles include "packing, insulation, 
construction material, decorations and other applications." Col. 7 lines 9-10. Kawamura has 
nothing to do with hot tub covers. 

Edgar is applied only in the rejection of claims 4 and 8. Because those claims are 
grouped with their respective independent claims, Edgar is not relevant to this appeal. 
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B. Claims 1-2 and 4-9 

Applicant submits that the Examiner has not presented a prima facie case of 
obviousness, because there is no suggestion in the references or in the art for combining 
Christopher and Kawamura. Obviousness cannot be established by combining the teachings of 
the prior art, absent some teaching, suggestion, or incentive supporting the combination, ACS 
Hospital Systems, Inc. v. Montefiore Hospital 732 F.2d 1572, 1577, 221 U.S.P.Q. 929, 933 (Fed. 
Cir. 1984) (emphasis added). The mere fact that the references can be combined or modified 
does not render the resultant combination obvious, unless the prior art also suggests the 
desirability of the combination. In re Kotzab. 217 F.3d 1365, 1371, 55 U.S.P.Q.2d 1313, 1318 
(Fed. Cir. 2000); In re Mills, 916 F.2d 680, 16 U.S.P.Q.2d. 1430 (Fed. Cir. 1990). 

Christopher does not teach or suggest a core wherein a portion of the core is a 
single piece of plastic including upper and lower walls spaced from one another and a plurality 
of spaced ribs extending therebetween. The Examiner notes that "Christopher teaches all 
claimed elements except for" this novel structure. However, this novel structure is the very heart 
of the present invention. In other words, Christopher is nothing more than the prior art 
acknowledged in the Background of the Invention, which suffers a variety of noted problems. 

Neither reference recognizes - let alone addresses — the problem solved by the 
present invention. Nothing, other than impermissible hindsight, suggests that the synthetic resin 
article of Kawamura could be substituted into a hot tub cover for the polystyrene core of 
Christopher in an attempt to address the problems solved by the present invention. In fact, the 
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additional elasticity disclosed in Kawamura teaches away from the present invention because 
elasticity is not desired in a hot tub cover. 

Kawamura has nothing to do with hot tub covers, and is from a field totally 
unrelated to that of hot tub covers. Kawamura does not teach or suggest fabricating a hot tub 
cover — or indeed any covered article — by enclosing one of the disclosed resin boards within a 
water resistant jacket. The synthetic resin article disclosed by Kawamura is from a 
nonanalogous art, such that a person of skill in the claimed art would not look to that 
nonanalogous art to address the problem solved by the claimed invention. Section 103 requires a 
presumption that the inventor has full knowledge of the prior art in the field of his endeavor, but 
it does not require a presumption of full knowledge by the inventor of prior art outside the field 
of his endeavor, i.e. of "nonanalogous" art. In re Winslow, 151 USPQ 48 (C.C.P.A. 1966). 
Applicant submits that no person skilled in the art of designing and/or fabricating hot tub covers 
would look to the art of packaging or insulation for a solution to the problem addressed by the 
present invention. 

In summary, Kawamura does not relate to the field of the present. Further, 
neither of the applied reference recognizes or contemplates the problem solved by the present 
invention. Even further, neither of the applied references — or the claimed art in general -- 
provides any motivation or incentive for the attempted hindsight reconstruction of the claimed 
subject matter. Therefore, the rejection of the independent claims is improper and should be 
reversed. 
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VIII. Conclusion 

In conclusion, the Examiner's rejection under 35 U.S.C. 103(a) based on an 

impermissible hindsight combination of references is improper and should be reversed. 

Respectfully submitted, 
WILLIAM D. SCOTT 
By: Warner Norcross & Judd LLP 

Charles E. Burpee 
Registration No. 29,776 
900 Fifth Third Center 
111 Lyon Street, N.W. 
Grand Rapids, MI 49503-2489 
(616) 752-2141 
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VIII. Claims Appendix 

The claims involved in the appeal are: 

1 . (Previously presented) A cover for a hot tub or spa, comprising: 

a structural, non-water absorbing, plastic core, a portion of said core being a 
single piece of plastic, said portion including upper and lower walls spaced from one another and 
a plurality of spaced ribs extending between said upper and lower walls, said spaced ribs 
defining a plurality of openings therebetween; and 

a water resistant jacket enclosing said core. 

2. (Previously presented) The cover of claim 1 wherein said core includes: 
two core halves, each half being a single unitary piece; and 

a hinge hingedly interconnecting said halves, whereby said cover can be folded in 
half for removal and installation. 

3. (Canceled) 

4. (Previously presented) The cover of claim 1 further comprising an insulated foam 
within said openings. 

5. (Previously presented) The cover of claim 2 wherein each half includes a hinged 
edge and a peripheral edge, said upper wall sloping downwardly from said hinged edge to said 
peripheral edge. 

6. (Previously presented) A cover for a hot tub or a spa, comprising: 

a polymeric core, a portion of said core being a single unitary piece, said portion 
including an upper wall and a lower wall, said upper wall having a central portion and an outer 
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edge, said upper wall sloping downwardly from said central portion to said outer edge, said core 
further including a plurality of ribs extending between said upper and lower walls; and 
a water resistant jacket enclosing said core. 

7. (Original) The cover of claim 6 wherein said cover is hinged in said central 
. portion, whereby said cover can be folded approximately in half. 

8. (Original) The cover of claim 7 further comprising an insulating material between 
said ribs. 

9. (Previously presented) The cover of claim 1 wherein said openings are filled with 

air. 
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IX. Evidence Appendix 

There is no evidence submitted pursuant to Sections 1.130, 1.131, or 1.132 or any 
other evidence entered by the Examiner. 
XI. Related Proceedings Appendix 

There are no decisions rendered by a court or the Board in any proceeding 
identified pursuant to 37 C.F.R. §41. 37(c)(1)(h). 
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